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Application No. 
09/732,740 



Applicanns) 



Tanase et al. 



Examiner 



Ling-Siu Choi 



Art Unit 

1713 




~ The MAILING DATE of this communication appears on the cover sheet with the correspondence address — 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .1 36 (a). In no event, however, may a reply be timely filed after SIX (6) MONTHS from the 
mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

• If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
eamed patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1)K Responsive to communication(s) filed on Aug 22, 2002 

2a) □ This action is FINAL. 2b)lxl This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayie, 1935 CD. 11; 453 0,G. 213. 

Disposition of Claims 

4) 1x1 Claim(s) 1-24 is/are pending in the application. 



4a) Of the above, claim(s) 5-7 and 12-22 
5)K Claim(s) 23 and 24 



6)1x1 Claim(s) 1-4 and 8-11 

?)□ Claim(s)- 

8) □ Claims 



is/are withdrawn from consideration. 

is/are allowed. 

is/are rejected. 

Is/are objected to. 



are subject to restriction and/or election requirement. 



Application Papers 

9)0 The specification is objected to by the Examiner. 



10)0 The drawing(s) filed on 



is/are a) □ accepted or b)n objected to by the Examiner. 



Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

1 DD The proposed drawing correction filed on is: ajD approved bjD disapproved by the Examiner, 

If approved, corrected drawings are required in reply to this Office action. 

12) 0 The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

13) K Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)K All bjD Some* c)^ None of: 

1. K Certified copies of the priority documents have been received. 

2. □ Certified copies of the priority documents have been received in Application No. . 



3. □ Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
*See the attached detailed Office action for a list of the certified copies not received. 

14) 0 Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 1 19(e). 
a)n The translation of the foreign language provisional application has been received. 

15) 0 Acknowledgement is made of a claim for domestic priority under 35 U.S.C. §§120 and/or 121. 

Attachment(s) 

1) ^ Notice of References Cited (PTO-8921 4) □ Interview Summary (PTO-413) Paper No(s). 

2) en Notice of Draftsperson's Patent Drawing Review (PTO-948) 5| O Notice of Informal Patent Application (PTO-152) 

3) □ Infomiatton Disclosure Statement(s) {PTO-1449) Paper No(s). 6) [H Other: 



U. S. Patent and Trademark Office 

PTO-326 (Rev. 04-01 ) 



Office Action Summary 



Part of Paper No. 8 
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DETAILED ACTION 

1. This Office Action is in response to the Amendment and Response to Restriction 
Requirement filed August 22, 2002. Claims 23-24 have been added and claims 1-4, 8-11, and 
23-24 of Group I are elected with traverse for further prosecution. 

2. The Applicants' arguments on the restriction have been fully considered but they are not 
persuasive. Groups I and II are drawn to different products: a magnesium compound (Groiup I) 
and a catalyst (Group II). If the magnesium compund is found allowable, the catalyst having the 
magnesium compound is not necessary novel because the patentability of the catalyst depends on 
its distinct performance. It is noted that the performance of the catalyst depends on the transition 
metal, electron donor, and support (a magnesium compound). Of all these components, the 
transition metal and electron donor also play an important role in determining the performance of 
the catalyst. Thus, the catalyst comprising the claimed magnesium compound may not be 
different from a catalyst comprising a magnesium compound which is similar to the claimed 
magnesium compound. Thus, Groups I and II are patentably distinguished. Afler a fijrther 
consideration, Group III will be rejoined with Group IL Thus, the present invention is restricted 
into two Groups: Group I (claims 1-4, 8-11, and 23-24) drawn to a magnesium compound; 
Group II (claims 5-7 and 12-22) drawn to a catalyst and a method to prepare an olefin polymer. 

The restriction is made as Final. 
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Claim Objections 



3. Claims 1-4, 11, and 23 are objected to because of the following informalities: (a) claim 1, 
line 4, "30" is suggested to be changed tO"30°C-- or -30*'" and (b) claims 4 and 1 1, lines 6-12, 



4 The following is a quotation of the appropriate paragraphs of 35 U.S.C, 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 



5. Claims 1-4 and 8-1 1 are rejected under 35 U.S.C. 102(b) as being anticipated by Murata 
et al. (US 4,960,743). 



(wherein therein .)" is suggested to be changed to -wherein. 



therein . — . 



Appropriate correction is required 



Claim Rejections - 35 USC § 102 



States. 



The present invention relates to a magnesium compound obtained by reacting a 
magnesium metal, an alcohol and a halogen and/or a halogen-containing compound at 30- 
dO^'C, wherein the gram atoms ratio of halogen atom to magnesium is at least 0. 0001 (claim 1), 
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Murata et al. disclose a magnesium compound obtained by reacting (a) magnesium metal, 
(b) a halogenated hydrocarbon of RX, (c) a compound of X„^M(OR0m-n3 and (d) a halogen- 
containing alcohol, wherein "the amount of the halogenated hydrocarbon to be used is desired to 
fall in the range of 1 to 2 moles per gram atom of magnesium" (abstract; col. 5, Hnes 16-18; claim 
1). Murata et al. further disclose that the contact temperature for components (a), (b), and (c) is 
in the range of 0''-250T and the contact temperature for the resulting product and component (d) 
falls in the range of -20°C to 150T(col. 5, lines 19-24 and 62-64). Attention is drawn to Example 
1, wherein the magnesium compound is prepared by the steps of (a) contacting magnesium 
metal chips with a methyl iodide solution having 10% of iodine, (b) further contacting with n- 
butyl chloride to form a magnesium-containing solid, and (c) contacting the magnesium- 
containing solid with 2,2,2-trichloroethanol to form the magnesium compound, which has a 
particle size distribution (PSDI) of 0.31, Thus, the present claims are anticipated by the 
disclosure of Murata et al.. 

6. Claims 1-3 and 8-10 are rejected under 35 U.S.C. 102(b) as being anticipated by Mehta 

(US 4,820,672). 

Mehta discloses a magnesium compound obtained by (a) contacting 6.0 gm magnesium 
metal , a few crystalls of iodine, and 22.85 gm n-BuCl and then (b) contacting the resuhing 
product with 2-methyl-l-pentanol at 55T (Example 2). Thus, the present claims are anticipated 
by the disclosure of Mehta. 
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Conclusion 

7. Claims 23-24 are objected to as being dependent upon a rejected base claim, but would be 
allowable if rewritten in independent form including all of the limitations of the base claim and any 
intervening claims. 

8. Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Ling-Siu Choi whose telephone number is (703)305-0887. 

If attempt to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
David Wu, can be reached on (703)308-2450. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the group receptionist whose telephone number is (703)308-2351. 




Ling-Siu Choi 
November 15,2002 



